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DETAILED ACTION 



Notice to Applicant 



This communication is in response to the application filed 18 October 2000. Claims 2- 



47, 49, 50 and 1 16-125 are pending. 



Claim Rejections - 35 USC § 103 



2. The following is a quotation of 35 IIS.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



3. Claims 2-5, 18-31, 37-39, 43-47, 49-50, 116-118, and 125 are rejected under 35 
U.S.C 103(a) as being unpatentable over Reber et al. (5,950,632) in view of Kehr et al. 
(4,768,177) and further in view of de la Huerga et al. (5,852,590). 

(A) As per claim 2, Reber teaches a method for use by a first container that is 
adapted to store a first medicine (Reber; col 7, lines 60-67), the method comprising: 
storing information regarding the first medicine (Reber; col. 7, lines 60-67). 
Reber fails to expressly teach communicating a signal between the first container and a 
second container, the second container adapted to store a second medicine. However, this 
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feature is old and well known in the art, as evidenced by Kehr's teachings with regards to 
communicating a signal between the first container and a second container, the second container 
adapted to store a second medicine (Kehr; abstract and col. 12, line 55-col. 13, line 1 1). It is 
respectfully submitted, that it would have been obvious, to one having ordinary skill in the art at 
the time the invention was made, to expand the system taught by Reber with Kehr's teaching 
with regards to this limitation, with the motivation of using a cost-effective way to assure 
multiple medications are taken properly (Kehr; col. 3, lines 25-31). 

The combined system of Reber and Kehr collectively fail to expressly teach the signal is 
communicated wirelessly. However, this feature is old and well known in the art, as evidenced 
by de le Huerga's teachings with regards to wirelessly communicating a signals for medication 
containers (de la Huerga; abstract and col. 13, line 57-col. 14, line 24). It is respectfully 
submitted, that it would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to expand the system taught by Reber and Kehr with de la Huerga's 
teaching with regards to this limitation, with the motivation of transferring desired data using a 
well-known form of communication 

(B) As per claim 3, the combined system of Reber and Kehr collectively fail expressly 
teach wherein wirelessly communicating a signal between the first container and a second 
container comprises at least one of transmitting information regarding the first medicine from the 
first container to the second container and receiving information regarding the second medicine 
from the second container. However, this feature is old and well known in the art, as evidenced 
by de le Huerga's teachings with regards to wherein wirelessly communicating a signal between 



Application/Control Number: 09/609,253 Page 4 

Art Unit: 2144 

the first container and a second container comprises at least one of transmitting information 
regarding the first medicine from the first container to the second container (de la Huerga; col. 
14, lines 6-24) and receiving information regarding the second medicine from the second 
container (de la Huerga; col. 14, lines 6-24). It is respectfully submitted, that it would have been 
obvious, to one having ordinary skill in the art at the time the invention was made, to expand the 
system taught by Reber and Kehr with de la Huerga' s teaching with regards to this limitation, 
with the motivation of communicating instructions for alternating between differing medications 
in a controlled sequence (de la Huerga; col. 3, col. 3, line 64-col. 4, line 6). 

(C) As per claim 4, the combined system of Reber and Kehr collectively fail to 
expressly teach generating at least one code based at least in part on the signal, the at least one 
code indicating whether at least one party has complied with a schedule for taking the first 
medicine and the second medicine. However, this feature is old and well known in the art, as 
evidenced by de le Huerga' s teachings with regards to generating at least one code based at least 
in part on the signal, the at least one code indicating whether at least one party has complied with 
a schedule for taking the first medicine and the second medicine (de la Huerga; col. 13, lines 26- 
46). It is respectfully submitted, that it would have been obvious, to one having ordinary skill in 
the art at the time the invention was made, to expand the system taught by Reber and Kehr with 
de la Huerga' s teaching with regards to this limitation, with the motivation of monitoring patient 
compliance to prescription regiment (de la Huerga; col. 13, lines 26-46). 



(D) As per claim 5, the combined system of Reber and Kehr collectively fail to 
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expressly teach outputting the at least one code to at least one of a representative of an insurance 
company, a representative of a pharmacy and a representative of a medical facility. However, 
this feature is old and well known in the art, as evidenced by de le Huerga's teachings with 
regards to outputting the at least one code to at least one of a representative of an insurance 
company, a representative of a pharmacy and a representative of a medical facility (de la Huerga; 
col. 13, lines 26-46). It is respectfully submitted, that it would have been obvious, to one having 
ordinary skill in the art at the time the invention was made, to expand the system taught by Reber 
and Kehr with de la Huerga's teaching with regards to this limitation, with the motivation of 
monitoring patient compliance to prescription regiment (de la Huerga; col. 13, lines 26-46). 

(E) As per claims 18 and 19, Reber teaches receiving and storing information 

regarding a schedule for taking at least one of the first medicine and the second medicine (Reber; 
col 2, lines 48-65). 

(F) As per claim 20, Reber teaches wherein receiving information regarding a 

schedule for taking the first medicine comprises receiving the information regarding the schedule 
from at least one of a representative of an insurance company, a representative of a pharmacy, a 
representative of a medical facility, a representative of a manufacturer of at least one of the first 
and the second medicines and a party that is to take at least one of the first and the second 
medicines (Reber; col. 3, lines 50-58). 



(G) As per claim 21, Reber teaches storing the first medicine in the first container 
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(Reber; col. 2, line 66-col. 3, line 8). 
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(H) As per claim 22, Reber teaches detecting if a portion of the first medicine has been 
removed from the first container (Reber; col. 8, lines 50-62). 

(I) As per claim 23, the combined system of Reber and Kehr collectively fail to 
expressly teach wherein detecting if a portion of the first medicine has been removed from the 
first container comprises detecting if the first container has been opened or closed. However, 
this feature is old and well known in the art, as evidenced by de le Huerga's teachings with 
regards to wherein detecting if a portion of the first medicine has been removed from the first 
container comprises detecting if the first container has been opened or closed (de la Huerga; col. 
3, lines 27-35). It is respectfully submitted, that it would have been obvious, to one having 
ordinary skill in the art at the time the invention was made, to expand the system taught by Reber 
and Kehr with de la Huerga's teaching with regards to this limitation, with the motivation of 
keeping inventory information regarding the number of medication doses remaining in the 
container (de la Huerga; col. 3, lines 30-33). 

(J) As per claim 24, the combined system of Reber, Kehr and de la Huerga 
collectively fail to expressly teach wherein detecting if a portion of the first medicine has been 
removed from the first container comprises detecting a weight of the first container. However, 
since in the medical arts the weight of various medications are known and the difference between 
weightings of the medical containers can be used to determine the portion of the first medicine 
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that has been removed, it is respectfully submitted, that it would have been obvious, to one 
having ordinary skill in the art at the time the invention was made, to expand the collective 
system of Reber and de la Huerga to detect if a portion of the first medicine has been removed 
from the first container by detecting a weight of the first container, with the motivation of 
keeping inventory information regarding the number of medication doses remaining in the 
container (de la Huerga; col. 3, lines 30-33). 

(K) As per claim 25, the combined system of Reber and Kehr collectively fail to 
expressly teach wherein detecting if a portion of the first medicine has been removed from the 
first container comprises detecting a count of the first medicine. However, this feature is old and 
well known in the art, as evidenced by de le Huerga' s teachings with regards to wherein 
detecting if a portion of the first medicine has been removed from the first container comprises 
detecting a count of the first medicine (de la Huerga; col. 13, lines 47-56). It is respectfully 
submitted, that it would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to expand the system taught by Reber and Kehr with de la Huerga' s 
teaching with regards to this limitation, with the motivation of keeping inventory information 
regarding the number of medication doses remaining in the container (de la Huerga; col. 3, lines 
30-33). 

(L) As per claim 26, Reber teaches at least one of storing information regarding the 
portion and transmitting the information regarding the portion if the portion has been removed 
from the first container (Reber; col. 1 1, lines 55-67). 
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(M) As per claim 27, Reber teaches detecting if the second medicine has been stored 

in the second container (Reber; col. 1 1, lines 55-67). 

(N) As per claim 28, Reber teaches detecting if a portion of the second medicine has 
been removed from the second container (Reber; col 8, lines 50-62). 

(O) As per claim 29, Reber teaches wherein detecting if the portion of the second 
medicine has been removed from the second container comprises receiving a signal from the 
second container that indicates that the portion of the second medicine has been removed from 
the second container (Reber; col. 8, lines 50-62). 

(P) As per claim 30, Reber teaches at least one of storing information regarding the 
portion and transmitting the information regarding the portion if the portion has been removed 
from the second container (Reber; col. 11, lines 55-67). 

(Q) As per claim 3 1, the combined system of Reber and Kehr collectively fail to 
expressly teach storing the information regarding the second medicine, the information being 
stored within the first container. However, this feature is old and well known in the art, as 
evidenced by de le Huerga's teachings with regards to storing the information regarding the 
second medicine, the information being stored within the first container (de la Huerga; col. 3, 
line 64-col. 4,line 6 and col. 14, lines 6-24). It is respectfully submitted, that it would have been 
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obvious, to one having ordinary skill in the art at the time the invention was made, to expand the 
system taught by Reber and Kehr with de la Huerga's teaching with regards to this limitation, 
with the motivation of communicating instructions for alternating between differing medications 
in a controlled sequence (de la Huerga; col. 3, col. 3, line 64-col. 4, line 6). 

(R) As per claims 37 and 38, the combined system of Reber and Kehr collectively fail 
to expressly teach receiving information regarding the second medicine stored within the second 
container and wherein receiving information regarding the second medicine stored within the 
second container comprises receiving information transmitted by the second container. 
However, this feature is old and well known in the art, as evidenced by de le Huerga's teachings 
with regards to receiving information regarding the second medicine stored within the second 
container and wherein receiving information regarding the second medicine stored within the 
second container comprises receiving information transmitted by the second container (de la 
Huerga; col. 14, lines 6-24). It is respectfully submitted, that it would have been obvious, to one 
having ordinary skill in the art at the time the invention was made, to expand the system taught 
by Reber and Kehr with de la Huerga's teaching with regards to this limitation, with the 
motivation of communicating instructions for alternating between differing medications in a 
controlled sequence (de la Huerga; col. 3, col. 3, line 64-col. 4, line 6). 

(S) As per claim 39, the combined system of Reber, Kehr and de la Huerga 

collectively fail to expressly teach wherein the first and second medicines are the same medicine. 

However, since the combined system of Reber and de la Huerga clearly teach the medication 
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containers containing any medicines that are desired (Reber; col. 7, lines 60-66) and it is known 
to be able to obtain medication containers with identical medications at drug and grocery stores, 
it is respectfully submitted, that it would have been obvious, to one having ordinary skill in the 
art at the time the invention was made, to gather information as required by Reber, Kehr and de 
la Huerga using any desired medication in the containers, even the same medicine if desired, 
with the motivation of meeting the prescription requirements. 

(T) As per claims 43 and 44, the combined system of Reber and Kehr collectively fail 
to expressly teach tracking a number of times the first and second containers is opened or closed. 
However, this feature is old and well known in the art, as evidenced by de le Huerga's teachings 
with regards to tracking a number of times the first and second containers is opened or closed (de 
la Huerga; col. 12, line 63-col. 13, line 46). It is respectfully submitted, that it would have been 
obvious, to one having ordinary skill in the art at the time the invention was made, to expand the 
system taught by Reber and Kehr with de la Huerga's teaching with regards to this limitation, 
with the motivation of preventing a patient from consuming too many pills in too short of a time 
(de la Huerga; col 3, lines 19-22). 

(U) As per claim 45, the combined system of Reber and Kehr collectively fail to 
expressly teach receiving a signal from the second container each time the second container is 
opened or closed and counting a number of signals received from the second container. 
However, this feature is old and well known in the art, as evidenced by de le Huerga's teachings 
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with regards to receiving a signal from the second container each time the second container is 
opened or closed and counting a number of signals received from the second container (de la 
Huerga; col. 12, line 63-col. 13, line 46). It is respectfully submitted, that it would have been 
obvious, to one having ordinary skill in the art at the time the invention was made, to expand the 
system taught by Reber and Kehr with de la Huerga' s teaching with regards to this limitation, 
with the motivation of preventing a patient from consuming too many pills in too short of a time 
(de la Huerga; col. 3, lines 19-22). 

(V) As per claim 46, the combined system of Reber and Kehr collectively fail to 
expressly teach storing at least a portion of medical history of a party within the first container. 
However, this feature is old and well known in the art, as evidenced by de le Huerga' s teachings 
with regards to storing at least a portion of medical history of a party within the first container 
(de la Huerga; col. 10, lines 18-43). It is respectfully submitted, that it would have been obvious, 
to one having ordinary skill in the art at the time the invention was made, to expand the system 
taught by Reber and Kehr with de la Huerga' s teaching with regards to this limitation, with the 
motivation containing a wide variety of information that is not practical to print out in textual 
form on a relatively small label (de la Huerga; col. 3, lines 42-45). 

(W) As per claim 47, Reber teaches storing information regarding a third 

medicine in the first container if the first container is refilled with the third medicine (Reber; col. 

13, lines 64-67). 
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(X) System claim 49 repeats the subject matter of method claim 2, as a set of 
apparatus elements rather than a series of steps. As the underlying processes of claim 2 has been 
shown to be fully disclosed by the teachings of Reber, Kehr and de la Huerga in the above 
rejections of claim 2, it is readily apparent that the system disclosed by Reber, Kehr and de la 
Huerga includes the apparatus to perform these functions. As such, these limitations are rejected 
for the same reasons given above for method claim 1, and incorporated herein. 

(Y) As per claim 50, Reber teaches wherein the communication device comprises a 
transceiver (Reber; col. 4, lines 28-41). 

(Z) Claims 116 and 117 repeat the features of claim 1 and are therefore rejected for 
the same reasons given above in the rejection of claim 1 and incorporated herein. 

(AA) As per claim 118, the combined system of Reber and de la Huerga collectively fail to 
expressly teach positioning the first container and the second container so that the first 
container and the second container may communicate. However, this feature is old and well 
known in the art, as evidenced by Kehr's teachings with regards to positioning the first container 
and the second container so that the first container and the second container may communicate 
(Kehr; abstract and col. 12, line 55-col. 13, line 1 1). It is respectfully submitted, that it would 
have been obvious, to one having ordinary skill in the art at the time the invention was made, to 
expand the system taught by Reber and de la Huerga with Kehr's teaching with regards to this 
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limitation, with the motivation of using a cost-effective way to assure multiple medications are 
taken properly (Kehr; col. 3, lines 25-31). 

(BB) As per claim 125, Reber teaches obtaining a refill for the first container (Reber; 
col. 13, lines 64-66). 

4. Claims 6-8, 41-42, and 1 19-121 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Reber et al. (5,950,632), Kehr et al. (4,768,177) and de la Huerga et al. 
(5,852,590) as applied to claims 2 and 118 above and further in view of Mauney et al. 
(6,484,027). 

(A) As per claim 6, the combined system of Reber, Kehr and de la Huerga teach that 
the medication containers are wireless devices (del la Huerga; col. 1 1, lines 35-57) but 
collectively fail to expressly teach detecting if the first container and the second container cannot 
communicate. However, this feature is old and well known in the art, as evidenced by Mauney' s 
teachings with regards to detecting if a first wireless device and a second wireless device cannot 
communicate (Mauney; abstract col. 7, lines 39-55, and col. 8, lines 43-53). It is respectfully 
submitted, that it would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to expand the collective system taught by Reber, Kehr and de la Huerga 
with Mauney' s teaching with regards to this limitation, with the motivation of determining if the 
medication containers are in range to communicate (Mauney; col. 7, lines 39-44). 
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(B) As per claim 7, the combined system of Reber, Kehr and de la Huerga teach that 
the medication containers are wireless devices (del la Huerga; col. 11, lines 35-57) but 
collectively fail to expressly teach determining if the first container and the second container are 
separated by a distance that prevents the first container and the second container from 
communicating. However, this feature is old and well known in the art, as evidenced by 
Mauney's teachings with regards to determining if the first container and the second container 
are separated by a distance that prevents the first container and the second container from 
communicating (Mauney; abstract col. 7, lines 39-55, and col. 8, lines 43-53). It is respectfully 
submitted, that it would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to expand the collective system taught by Reber, Kehr and de la Huerga 
with Mauney's teaching with regards to this limitation, with the motivation of determining if the 
medication containers are in range to communicate (Mauney; col. 7, lines 39-44). 

(C) As per claim 8, the combined system of Reber, Kehr and de la Huerga teach that 
the medication containers are wireless devices (del la Huerga; col. 1 1, lines 35-57) but 
collectively fail to expressly teach determining a time when the first container and the second 
container are at least initially separated by the distance that prevents the first container and the 
second container from communicating. However, this feature is old and well known in the art, 
as evidenced by Mauney's teachings with regards to determining a time when the first container 
and the second container are at least initially separated by the distance that prevents the first 
container and the second container from communicating (Mauney; col. 32, line 61-col. 33, line 
6). It is respectfully submitted, that it would have been obvious, to one having ordinary skill in 
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the art at the time the invention was made, to expand the collective system taught by Reber, Kehr 
and de la Huerga with Mauney's teaching with regards to this limitation, with the motivation of 
determining if the medication containers are in range to communicate (Mauney; col. 7, lines 39- 
44). 

(D) As per claim 41, the combined system of Reber, Kehr, de la Huerga, and 

Mauney collectively teach determining if the first container is positioned so as to communicate 
with the second container as shown above in the rejection of claim 6 and incorporated herein. 
The combined system of Reber, de la Huerga, and Mauney collectively fail to expressly teach 
attempting to prevent a party from accessing at least one of the first and second medicines if the 
first and second containers cannot communicate. However, the combined system of Reber, 
Kehr, de la Huerga, and Mauney collectively teach that certain medications need to be taken 
together (de la Huerga; col. 3, line 64-coL 4, line 6) and also teach preventing a party from 
accessing at least one of the first and second medicines (de La Huerga; col. 12, lines 29-60). As 
such, it is respectfully submitted, that it would have been obvious, to one having ordinary skill in 
the art at the time the invention was made, to expand the collective system taught by Reber, 
Kehr, de la Huerga, and Mauney to attempt to prevent a party from accessing at least one of the 
first and second medicines if the first and second containers cannot communicate, with the 
motivation of preventing a patient from taking a medication in situations where they would not 
be able to take all medications that may be required. 

(E) As per claim 42, the combined system of Reber Kehr, and Mauney collectively fail 
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to expressly teach wherein preventing a party from accessing at least one of the first and the 
second medicines comprises preventing the party from opening at least one of the first and the 
second containers. However, this feature is old and well known in the art, as evidenced by de la 
Huerga's teachings with regards wherein preventing a party from accessing at least one of the 
first and the second medicines comprises preventing the party from opening at least one of the 
first and the second containers (de la Huerga; col. 12, lines 29-60). It is respectfully submitted, 
that it would have been obvious, to one having ordinary skill in the art at the time the invention 
was made, to expand the collective system taught by Reber, Kehr and Mauney with de la 
Huerga's teaching with regards to this limitation, with the motivation of controlling the patient's 
ability to access and remove the medication until the next dose of medication is due according to 
the prescribed dosing regimen (de la Huerga; col. 12, lines 33-37). 

(F) Claim 1 19 repeats the features of claim 6 and is therefore rejected for the same 
reasons given above in the rejection of claim 6 and incorporated herein. 

(G) As per claim 120, the combined system of Reber, Kehr and de la Huerga teach that 
the medication containers are wireless devices (del la Huerga; col. 1 1, lines 35-57) but 
collectively fail to expressly teach providing the received code to at least one party. However, 
this feature is old and well known in the art, as evidenced by Mauney' s teachings with regards to 
providing the received code to at least one party (Mauney; abstract col. 7, lines 39-55, and col. 8, 
lines 43-53). It is respectfully submitted, that it would have been obvious, to one having 
ordinary skill in the art at the time the invention was made, to expand the collective system 
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taught by Reber, Kehr and de la Huerga with Mauney's teaching with regards to this limitation, 
with the motivation of determining if the medication containers are in range to communicate 
(Mauney; col. 7, lines 39-44). 

(H) Claim 121 repeats the features of claim 5 and is therefore rejected for the same 
reasons given above in the rejection of claim 5 and incorporated herein. 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reber et al. 
(5,950,632), Kehr et al. (4,768,177), de la Huerga et al. (5,852,590), and Mauney et al. 
(6,484,027) as applied to claim 8 above and further in view of McEwan (5,589,839). 

(A) As per claim 9, the combined system of Reber, Kehr, de la Huerga, and Mauney 
teach that the medication containers are wireless devices (del la Huerga; col. 1 1, lines 35-57) but 
collectively fail to expressly teach at least one of storing the time and transmitting the time. 
However, this feature is old and well known in the art, as evidenced by McEwan' s teachings 
with regards to at least one of storing the time and transmitting the time (McEwan; abstract). It 
is respectfully submitted, that it would have been obvious, to one having ordinary skill in the art 
at the time the invention was made, to expand the collective system taught by Reber, Kehr, de la 
Huerga, and Mauney with McEwan' s teaching with regards to this limitation, with the 
motivation of determining the position of the medication containers (McEwan; abstract). 
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6. Claims 10-17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reber et al. 
(5,950,632), Kehr et al. (4,768,177) and de la Huerga et al. (5,852,590) as applied to claim 2 
above and further in view of McEwan (5,589,839). 

(A) As per claims 10, 14, and 15, the combined system of Reber, Kehr and de la 
Huerga teach that the medication containers are wireless devices (del la Huerga; col. 1 1, lines 
35-57) but collectively fail to expressly teach determining a distance between the first container 
and the second container based on the signal and tracking a location of at least one of the first 
and second containers with a local positioning system. However, this feature is old and well 
known in the art, as evidenced by McEwan' s teachings with regards to determining a distance 
between the first container and the second container based on the signal and tracking a location 
of at least one of the first and second containers with a local positioning system (McEwan; col 3, 
lines 15-36 and line 54-coL 4, line 3). It is respectfully submitted, that it would have been 
obvious, to one having ordinary skill in the art at the time the invention was made, to expand the 
collective system taught by Reber, Kehr and de la Huerga with McEwan' s teaching with regards 
to this limitation, with the motivation of determining the location of the medication containers 
(McEwan; col. 2, lines 25-30). 

(B) As per claim 1 1, the combined system of Reber, Kehr and de la Huerga teach 

that the medication containers are wireless devices (del la Huerga; col. 11, lines 35-57) but 
collectively fail to expressly teach at least one of storing the distance and transmitting the 
distance. However, this feature is old and well known in the art, as evidenced by McEwan' s 
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teachings with regards to at least one of storing the distance and transmitting the distance 
(McEwan; col. 3, lines 54-66). It is respectfully submitted, that it would have been obvious, to 
one having ordinary skill in the art at the time the invention was made, to expand the collective 
system taught by Reber, Kehr and de la Huerga with McEwan' s teaching with regards to this 
limitation, with the motivation of determining the location of the medication containers 
(McEwan; col. 2, lines 25-30). 

(C) As per claim 12, the combined system of Reber, Kehr and de la Huerga teach 

that the medication containers are wireless devices (del la Huerga; col 1 1, lines 35-57) but 
collectively fail to expressly teach determining a change in the distance between the first 
container and the second container based on the signal. However, this feature is old and well 
known in the art, as evidenced by McEwan 's teachings with regards to determining a change in 
the distance between the first container and the second container based on the signal (McEwan; 
col. 3, lines 14-36). It is respectfully submitted, that it would have been obvious, to one having 
ordinary skill in the art at the time the invention was made, to expand the collective system 
taught by Reber, Kehr and de la Huerga with McEwan' s teaching with regards to this limitation, 
with the motivation of determining the location of the medication containers (McEwan; col. 2, 
lines 25-30). 

(D) As per claim 13, the combined system of Reber, Kehr and de la Huerga teach 

that the medication containers are wireless devices (del la Huerga; col. 1 1, lines 35-57) but 
collectively fail to expressly teach at least one of storing the change in the distance and 
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transmitting the change in the distance. However, this feature is old and well known in the art, 
as evidenced by McEwan's teachings with regards to at least one of storing the change in the 
distance and transmitting the change in the distance (McEwan; col. 3, lines 54-66). It is 
respectfully submitted, that it would have been obvious, to one having ordinary skill in the art at 
the time the invention was made, to expand the collective system taught by Reber, Kehr and de 
la Huerga with McEwan's teaching with regards to this limitation, with the motivation of 
determining the location of the medication containers (McEwan; col. 2, lines 25-30). 

(E) As per claims 16 and 17, the combined system of Reber, Kehr and de la Huerga 
teach that the medication containers are wireless devices (del la Huerga; col. 1 1, lines 35-57) but 
collectively fail to expressly teach identifying the location of the at least one of the first and 
second containers with the local positioning system and obtaining information regarding a 
position of the at least one of the first and second containers with the local positioning system. 
However, this feature is old and well known in the art, as evidenced by McEwan's teachings 
with regards to identifying the location of the at least one of the first and second containers with 
the local positioning system and obtaining information regarding a position of the at least one of 
the first and second containers with the local positioning system (McEwan; col. 3, lines 15-36 
and line 54-col. 4, line 3). It is respectfully submitted, that it would have been obvious, to one 
having ordinary skill in the art at the time the invention was made, to expand the collective 
system taught by Reber, Kehr and de la Huerga with McEwan's teaching with regards to this 
limitation, with the motivation of determining the location of the medication containers 
(McEwan; col. 2, lines 25-30). 
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7. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reber et al. 
(5,950,632), Kehr et al. (4,768,177) and de la Huerga et al. (5,852,590) as applied to claim 2 
above and further in view of official notice. 

(A) As per claim 40, the combined system of Reber, Kehr and de la Huerga 
collectively fail to expressly teach wherein at least one of the first and second containers 
comprises a micro-needle based device. However, the combined system of Reber, Kehr and de 
la Huerga clearly teach the use of medication containers to deliver medicine (Reber; col. 7, lines 
60-66). The examiner takes official notice that the use of micro-needle based devices to deliver 
medicine is well-known in the medical arts. Thus, it is respectfully submitted, that it would 
have been obvious, to one having ordinary skill in the art at the time the invention was made, to 
deliver medicine as required by Reber, Kehr and de la Huerga using and known delivery 
mechanism, such as micro-needle based devices, with the motivation of meeting the prescription 
requirements. 

8. Claims 122-124 are rejected under 35 U.S.C. 103(a) as being unpatentable over Reber et 
al. (5,950,632), Kehr et al. (4,768,177), de la Huerga et al. (5,852,590), and Mauney et al. 
(6,484,027) as applied to claim 120 above and further in view of official notice. 

(A) As per claims 122-124, the combined system of Reber, Kehr, de la Huerga, and 
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Mauney collectively fail to expressly teach wherein providing an image of the code, entering the 
received code during a telephone call and emailing the received code. However, the combined 
system of Reber, Kehr, de la Huerga, Mauney clearly teach notifying at least party the via the 
received code (Mauney; col. 7, lines 39-67). The examiner takes official notice that the use 
images, entry during a telephone call, and email to notify a party of an event is well-known in the 
computer arts. Thus, it is respectfully submitted, that it would have been obvious, to one having 
ordinary skill in the art at the time the invention was made, to provide information as required by 
Reber, Kehr, de la Huerga, and Mauney using any well-known communication means, such as 
images, telephone entry and email, with the motivation of notifying the party of a particular 
event. 

9. Claims 32-36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reber et al. 
(5,950,632), Kehr et al. (4,768,177) and de la Huerga et al. (5,852,590) as applied to claim 28 
above and further in view of Mcintosh et al. (4,682,299). 

(A) As per claims 32 and 33, the combined system of Reber, Kehr and de la Huerga 
collectively fail to expressly teach determining if the first medicine is incompatible with the 
second medicine and detecting if a party attempts to take the first medicine within a 
predetermined time period of taking the second medicine and generating a warning if the first 
medicine is incompatible with the second medicine if the first and second medicines are both 
taken during the predetermined time period. However, this feature is old and well known in the 
art, as evidenced by Mcintosh's teachings with regards to determining if the first medicine is 
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incompatible with the second medicine and detecting if a party attempts to take the first medicine 
within a predetermined time period of taking the second medicine and generating a warning if 
the first medicine is incompatible with the second medicine if the first and second medicines are 
both taken during the predetermined time period (Mcintosh; col. 15, line 66-col. 16, line 17). It 
is respectfully submitted, that it would have been obvious, to one having ordinary skill in the art 
at the time the invention was made, to expand the collective system taught by Reber, Kehr and 
de la Huerga with Mcintosh's teaching with regards to this limitation, with the motivation of 
revealing incompatibilities between medications (Mcintosh; col. 3,lines 47-52). 

(B) As per claims 34 and 35, the combined system of Reber, Kehr and de la Huerga 
collectively fail to expressly teach storing an indicator of the warning and transmitting an 
indicator of the warning. However, this feature is old and well known in the art, as evidenced by 
Mcintosh's teachings with regards to storing an indicator of the warning and transmitting an 
indicator of the warning (Mcintosh; col. 15, line 66-col. 16, line 17). It is respectfully submitted, 
that it would have been obvious, to one having ordinary skill in the art at the time the invention 
was made, to expand the collective system taught by Reber, Kehr and de la Huerga with 
Mcintosh's teaching with regards to this limitation, with the motivation of revealing 
incompatibilities between medications (Mcintosh; col 3,lines 47-52). 

(C) Claim 36 repeats the features of claim 4 and is therefore rejected for the same 
reasons given above in the rejection of claim 4 and incorporated herein. 
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10. Applicant's arguments with respect to amended claims 3-6 have been considered but are 
moot in view of the new ground(s) of rejection. 

(A) At pages 2-3 of the 1/5/04 communication, Applicant argues each of the 
applied references individually. In response, the Examiner respectfully submits that one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 23 1 USPQ 375 (Fed. Cir. 1986). In particular, the teachings that 
Applicant argues are missing from the applied references of record are clearly disclosed in the 
respective teachings of Kehr, when considered collectively with that of the applied references of 
record , as discussed in detail within a prior Office Action (paper number 8) and in the preceding 
rejections, and incorporated herein. 

In addition, it is respectfully submitted that the test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure of the primary 
reference; nor is it that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981). 



(B) At pages 3 and 4 of the 1/5/04 response, Applicant requests a reference or an affidavit to 
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support the Official Notice taken in the prior Office Action of "the use of micro-needle based 
devices to deliver medicine," and "the use of images, entry during a telephone call, and email to 
notify a party of an event " 

In response, the Examiner hereby directs Applicant's attention to U.S. Patent No. 
6,689,103 to Palasis (cited herewith), which clearly evidences the use of micro-needle based 
devices to deliver medicine (note especially abstract of Palasis). As such, the knowledge and use 
of the use of micro-needle based devices to deliver medicine, in general, has clearly existed in 
the art prior to Applicant's claimed invention and the courts have held that even if a patent does 
not specifically disclose a particular element, said element being within the knowledge of a 
skilled artisan, the patent taken in combination with that knowledge, would put the artisan in 
possession of the claimed invention. In re Graves, 36 USPQ 2d 1697 (Fed. Cir. 1995). 

Moreover, the Examiner hereby directs Applicant's attention to U.S. Patent No. 5,91 1,132 
to Sloane (cited herewith), which clearly evidences the use of images, entry during a telephone 
call, and email to notify a party of an event (note especially abstract, col 1, lines 10-24, and col. 
6, lines 1-19 of Palasis). As such, the knowledge and use the use of images, entry during a 
telephone call, and email to notify a party of an event, in general, has clearly existed in the art 
prior to Applicant's claimed invention and the courts have held that even if a patent does not 
specifically disclose a particular element, said element being within the knowledge of a skilled 
artisan, the patent taken in combination with that knowledge, would put the artisan in possession 
of the claimed invention. In re Graves, 36 USPQ 2d 1697 (Fed. Cir. 1995). 



Conclusion 
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11. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The cited but not applied art teaches a multi-vial medication organizer and dispenser 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Milan S Kapadia whose telephone number is 703-305-3887. The 
examiner can normally be reached on Monday through Friday, 8:30 A.M. to 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 703-308-5221. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9306 for regular 
communications and 703-872-9327 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1 1 13. 



(6,259,654); 




April 2, 2004 
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